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Offensive trademarks have come to the forefront of trademark policy and practice in recent
years. While it was once true that more attention had been paid to Lanham Act section 2(a)
in the pages of law reviews than in the courts,” recent cases have focused attention on the ban
on registration of offensive marks and the widespread impact of this ban on trademark
owners, including a case before the Supreme Court this term.” In this Article, I answer the
fundamental question: Given the problems previous research has identified, what should be
done about the 2(a) bar for scandalous marks?”’

This Article argues, as a preliminary matter, that the registration bar for scandalous marks
be removed from the Lanham Act because morality is outside the function and purpose of
trademark law. Furthermore, removal of the bar would be in line with other forms of
intellectual property, which have moved away from regulating morality. Finally, removing
the bar would resolve concerns about the constitutionality of section 2(a). However, if the
2(a) bar remains part of the Lanham Act, it should be applied in a way that is fair and
effective within the legal framework of trademark law. Specifically, this Article argues that
trademark examiners should evaluate offensiveness in the same way other bars to
registration¥sand content in broadcast media%s are evaluated: by considering the context of
the marketplace.
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INTRODUCTION

Section 2(a) of the Lanham Act prohibits registration of trademarks
that are “scandalous” or “immoral.” In my previous research, I have
identified two relevant questions regarding this aspect of the 2(a) bar:
First, can (and does) the Lanham Act effectively bar registration of
scandalous and immoral marks? Second, should it do so? The first
question was the central inquiry of two articles on the subject. Calling
Bulls**t on the Lanham Act discussed some initial practical problems
with the interpretation and application of 2(a). The second piece
provided an in-depth, empirical study of this prohibition.” In order to
best normatively evaluate the effectiveness of the bar and to determine

4. See generally Carpenter & Murphy, supra note 1 (discussing practical problems with the
interpretation and application of section 2(a)).

5. See generally Carpenter & Garner, supra note 1 (providing an empirical study of the
prohibition on scandalous or immoral trademark registration).
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whether it should be removed, it is critical to know how the provision is
being applied in practice throughout the registration process. While
many scholars have written on the morality provisions of the Lanham
Act, this was the first empirical study of scandalous marks. Through an
examination of the trademark records for 232 marks, the project
examined why marks were being rejected for scandalousness, what
evidence was being used in the rejections, what inconsistencies exist
throughout the process, and what the practical impact of these rejections
may be on the use of trademarks in the marketplace, either by the
original applicants or otherwise." This empirical project demonstrated
that the application of the 2(a) bar for scandalous marks is inconsistent
and ineffective.

This Article tackles the second question head-on. First, it argues
that the 2(a) bar should be removed because the Lanham Act should not
bar registration of trademarks that are deemed scandalous or immoral.’
The bar is inconsistent with both the object and purpose of trademark
law and the evolution of morality bars in intellectual property law
generally, and it may be unconstitutional.

However, there are reasons to think that the bar may not be
overturned. If that is the case, how can it be applied in a way that is
effective, fair, and in harmony with the body of trademark law? In
response to this question, the bulk of this Article argues that 2(a) would
be more effectively applied if trademark examiners considered limited
contextual factors in their analysis of trademark registration applications;
consideration of context is consistent with other bases for rejection and
other forms of content regulation. Specifically, this Article argues that
trademark examiners should conduct a 2(a) analysis for scandalousness
by considering the mark in the context of the relevant marketplace. This
solution is in line with the overarching body of trademark law, which
evaluates trademarks in context. Marks are often rejected for being
“scandalous” in the abstract based on dictionary definitions that note a
particular term is “offensive” or “vulgar.” These refusals fail to consider
whether a mark is scandalous in the context of the relevant marketplace
for goods and services identified in the application, which should be a
material aspect of the inquiry.

This Article’s proposal would bring the morality bar in line with the
general body of trademark law, which focuses on trademark rights not as
rights in gross, but rights appurtenant to a particular business.” Context is

6. Id.

7. See In re Tam, 808 F.3d at 1329.

8. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 9o, 97 (1918) (“The asserted doctrine is
based upon the fundamental error of supposing that a trade-mark right is a right in gross . ... There is
no such thing as property in a trade-mark except as a right appurtenant to an established business or
trade in connection with which the mark is employed.”).
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a common consideration throughout the registration process, and
examining attorneys routinely consider contextual factors in other areas
of trademark registration, most notably in a likelihood of confusion
analysis, but also for refusals on a variety of bases, including
descriptiveness, functionality, and deceptiveness.” In fact, it is unusual
not to consider marketplace context in the application process. If we are
going to prohibit registration of marks that are scandalous or immoral,
that evaluation should consider context in the same way that other
registration bars do.

This Article proceeds in five parts. Part I traces the role and function
of trademarks over time, and identifies core functions of trademarks as
source identifiers and mechanisms for consumer protection. These
functions support the efficiency of consumer search costs and incentivize
producers to invest in the goodwill of their goods and services. Part II
argues that the bar on registration of scandalous marks should be
removed; in order to stay in line with its core function and developments in
intellectual property law generally, trademark law should move away from
considering scandalousness as a bar to registration. This would be
consistent with recent case law on disparaging marks, and with other
forms of intellectual property, which have moved away from regulating
morality. While in the past copyright and patent regimes conditioned
acquisition or maintenance of rights on the morality of works or
inventions, they no longer do so.

The second half of this Article contemplates the retention of 2(a)
within the Lanham Act. Part III proposes that while the registration bar
is in existence, it would be more effectively applied if trademark
examiners considered contextual factors in their analysis. So long as the
bar is in effect, we should interpret and apply it in a way that is effective,
fair, and in harmony with the body of trademark law. Consideration of
context is further consistent with other forms of content regulation. Part
IV discusses the relevance of context in trademark registration,
particularly with regard to likelihood of confusion2the key DuPont
factors considered by examiners in a likelihood of confusion analysis of
an application, for example, all focus on aspects of context. Similarly,
other registration bars, such as descriptiveness and functionality, focus
on aspects of context. Finally, Part V demonstrates that this proposed
change would be consistent with other forms of content regulation, which
have evolved to accommodate context.

9. See U.S. PATENT & TRADEMARK OFFICE, TMEP § 1207 (Apr. 2016).
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I. HistoricAL DEVELOPMENT OF TRADEMARK FUNCTION

A. TRADEMARKS HAVE DEVELOPED THROUGHOUT HISTORY TO PROTECT
SoURCE QUALITY, NOT MORAL QUALITY

The type of consumer protection at the base of trademark law is not
a moral one. Trademarks serve to identify a source of goods and services
and to distinguish them from others. Toward that end, trademarks have a
strong qualitative component. However, the quality with which
trademark law is concerned is source quality; moral quality is not part of
the core function and purpose of trademark law, and it should not be.

1.  Trademarks Developed as Source ldentifiers

The historical development of trademarks demonstrates a focus on
source quality. While trademark law is a relatively recent phenomenon,
trademarks as identifying marks of ownership or source predate reading
and writing. Cave paintings in Europe and wall paintings in Egypt, dating
from the late Stone Age or early Bronze Age, both show the act of cattle
branding, which was likely the first use of a trademark.” The verb “to
brand,” in fact, is derived from the Old English brand or brond, meaning
“firebrand” or “piece of burning wood.”" In 1552, the word “brand”
signified “identifying mark made by a hot iron,” but by 1827, this use had
broadened to “a particular make of goods.””

Trademarks worldwide have historically served to identify a source
of goods and services. Pottery found in Greece and Rome usually had
the maker’s name inscribed on the handle.” Chinese porcelain had date
marks, and sometimes a maker’s mark, the place of manufacture, or the
destination of the particular piece.” Bricks and tiles from Egypt have
been found that contain identifying marks, including the inscription or
symbol of the monarch, and the particular building project for which the
bricks and tiles were to be used.” Egyptian signboards, with distinct
marks and sometimes rebuses, have also been discovered.” Hindu goods

10. Sidney A. Diamond, The Historical Development of Trademarks, 65 TRADEMARK Rup. 265,
266-67 (1975).

11. Brand, OnLiN: ErymoLoGgy Dicrionary, http//www.etymonline.com/index.php?term=brand&
allowed_in_frame=0 (last visited Nov. 7, 2016).

12. Id.

13. Diamond, supra note 11, at 267; Gerald Ruston, On the Origin of Trademarks, 45 TRADEMARK
REP. 127, 132 (1955); Benjamin G. Paster, Trademarks s Their Early History, 59 TRADEMARK REP. 551,
553 (1969).

14. Diamond, supra notc 11, at 267, Paster, supra notc 14, al 552.

15. Diamond, supra note 11, at 268; Paster, supra note 14, at §52—53; see also Ruston, supra note
14, at 131.

16. Diamond, supra notc 11, at 272.
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dated from 1300 B.C. were traded between India and Asia Minor and
regularly utilized trademarks to indicate source.”

Over time, trademarks grew to represent the goodwill of their
producers. Historian Sidney Diamond notes the proliferation of potters’
marks used on Roman goods, particularly oil lamps, during the period 35
B.C. to 265 A.D.%2approximately 1000 marks have been identified as in
use during that period of time.” Since then, trademarks have been an
integral aspect of trade. After a decline in the Dark Ages, the Medieval
Period saw the development of personal marks, proprietary marks, and
geographical appellations.” Personal marks included coats of arms, seals,
and house marks.” House marks identified a family in residence and
were literally affixed to a house. If a member of that family became a
business owner, the house mark became a way of signifying the source of
the business, as well.” Sometimes house marks were also placed on
goods, either of a particular family business or of the household
generally.” Proprietary marks on goods enabled individuals to identify
their tools and other articles, including farm animals, in the event they
were lost or stolen.” Geographical indications were often placed on
goods that were likely to be part of a broader stream of commerce, such
as tapestries and cloth.” Some tapestries also contained what would be
the equivalent of a certification mark, certifying a particular level of
quality for the goods.” It is also claimed that during this period, in 1544,
Charles V pronounced by edict that marks identifying the city of origin
and maker were required on tapestries.” The punishment for trademark
infringement was amputation of the right hand.”

17. Id. at 270.

18. Id. at 271; see also Paster, supra note 14, at 553-54. Of particular success was the FORTIS brand;
FORTIS brand oil lamps have been found as far away as France, Germany, Holland, England, and Spain.
The wide range of brand distribution may be attributed not only to the success of the FORTIS brand, but
also to other incidental novelties. Brian J. Winterfeldt, Historical Trademarks: In Use Since . . . 4,000 B.C.,
INT'T. TRADEMARK Ass’N Burl., Mar. 2002, http://www.inta.org/INTABullctin/Pages/Historical Trademarks
InUseSinceqo00BC.aspx; Rossella Lorenzi, Roman ‘Factory Town’ for Oil Lamps Found, NBC Niws (Dec.
3, 2008, 1:27 PM), http://www.nbenews.com/id/28072109/ns/technology_and_scienee-scienee/t/roman-factory-
town-oil-lamps-found/#.WBaNLSorJaQ (discussing the discovery of pottery center where oil lamps used in
the ancient Roman Empire were made). Perhaps the FORTIS brand was one of the first broad trademark
counterfeiting operations. Or, perhaps the mark FORTIS became the first generic designation, signifying a
particular type of oil lamp rather than a brand.

19. Pastler, supra notc 14, atl 555.

20. Diamond, supra note 11, at 272; Ruston, supra note 14, at 136-38.

21. Diamond, supra note 11, at 272—73; see Ruston, supra note 14, at 136-38; Paster, supra note
14, al 560-6T.

22. Diamond, supra note 11, at 273; Ruston, supra note 14, at 136-38.

23. Diamond, supra notc 11, at 273.

24. Id.

25. Id.

26. Id. at 279.

27. Id. Diamond points out that the dates recorded for the identifying marks edict and the
punishment conflict, the former documented as occurring in 1544 with the latter documented in 1554.
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Ironically, between the invention of the printing press and the
development of the concept of copyright, it was the trademark that
governed original works fixed in a tangible medium. That is, where
works were not protected by copyright, their indication of source was
often determinative of their value. The trademark, for example, sat at the
center of competition in the publishing trade. Printers and publishers
competed for the most accurate version of a particular work, and in that
regard used trademarks as an identification of source.” Trademarks served
as the mechanism for protection of visual art, as well. In 1512 Albrecht
Diirer brought a complaint against an individual who was copying his
works.” Rather than complaining about the copying of the work per se,
however, Diirer asked that the individual be prevented from using “AD”
as a source-identifying mark.” The Council of Nuremberg complied.”

Using trademarks as an indicator of source became commonplace
during the Industrial Revolution.” From English pewter to French
porcelain to American silversmithing, trademarks became widely used in
the marketplace.” In 1783, an English court held that to infringe a
trademark was fraud, and damages would be assessed accordingly.™

2. Trademarks Have Evolved to Identify Quality

From the cattle-brands of Egypt in the late Stone Age to the
proprietary and house marks in England during the Medieval Ages,
trademarks worldwide were clearly placed on goods to identify a
particular source. As the characteristics and functions of trademarks
have evolved over time, however, the property interest in trademarks has
grown stronger. In Gilson on Trademarks, Gilson notes that the
distinction between how a trademark operates and why it should be
protected is often blurred by courts, and, furthermore, that courts,
legislatures, and commentators have differed in their views over time
with changes in economy and culture.”

It is possible this discrepancy was duc to a typographical crror. Diamond [urther notes that there is no
documented evidence of enforcement; that is, no indication that any infringer’s right hand was actually
cut off. Id. at 279-80. See Ruston, supra notc 14, at 141 (dating Charles V’s cdict regarding punishment
of an infringer to 1554).

28. Diamond, supra notc 11, al 275; Ruston, supra nolc 14, at 139; Paster, supra note 14, at 558-
59. In fact, the works of Livy, published by Aldus of Venice, contain a warning against imitations in
the preface of the book. Diamond, supra note 10, at 275.

29. Diamond, supra notc 11, at 279.

30. Id.

31. Id.; Paster, supra notc 14, at 556-57.

32. See Diamond, supra note 11, at 280-81; Paster, supra note 14, at 564.

33. Diamond, supra note 11, at 28T1.

34. Singlcton v. Bolton (1783) 99 Eng. Rep. 661 (K.B.). Yet, there was no explicit law of trademarks,
and no provision to try a case for trademark infringement.

35. 1 ANNE GILsON LALONDE, GI1.SON ON TRADEMARKS § 1.03 (92nd rev. ed. 2016).
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During the Industrial Revolution and ensuing developments of
economy and culture in the twentieth century, consumers became further
removed from the producers of goods. With technology and transportation
enabling mass production of goods, consumers drifted far downstream
from manufacturers in the stream of commerce. Furthermore, others
shared the waters¥zsuppliers and merchants, both wholesale and retail,
were integrated into the supply chain. As consumers could no longer rely
exclusively on the trademark to identify a known producer of goods, they
began to rely on marks to identify a particular quality of goods and/or
services, for example, through the sales from a particular merchant.

In the United States, case law in the first half of the 1900s
demonstrates this shift from trademarks as exclusively source identifiers
to trademarks as identifiers of quality.” In Hanover Star Milling Co. v.
Metcalf, for example, the Court held that “[t]he primary and proper
function of a trade-mark is to identify the origin or ownership of the
article to which it is affixed.”” The Court reasoned that the core of
trademark function is to designate goods as being from a particular
producer, and that consequently, trademark law bars others from
applying the same mark to the same goods, “because to do so would in
effect represent their goods to be of his production and would tend to
deprive him of the profit he might make through the sale of the goods
which the purchaser intended to buy.” The Court summarized: “The
essence of the wrong consists in the sale of the goods of one
manufacturer or vendor for those of another.”” It was only slightly more
than a decade later that Frank Schechter, in his article The Rational Basis
of Trademark Protection, argued that the public had come to rely on a
trademark not for the origin of goods or services, but as a measure of
quality, and that trademark law should accommodate this shift in
function.” In the latter half of the twentieth century, courts and
trademark owners honed in on the function of trademarks as a signifier
of quality in addition to source. Controlling quality began to be seen as
one of the key functions of the Lanham Act.”

36. See, e.g., United Drug Co. v. Theodore Rectanus Co., 248 U.S. go (1918); Hanover Star
Milling Co. v. Mcteall, 240 U.S. 403 (1916); Columbia Mill Co. v. Alcorn, 150 U.S. 460 (1893); Canal
Co. v. Clark, 80 U.S. 311 (1871) (supporting the idea that trademarks identify a particular source of
goods); see also In re Polar Music Int’l AB, 714 F.2d 1567 (Fed. Cir. 1983) (acknowledging a matcrial
shift from reliance on trademarks as source identifiers to quality identifiers).

37. Hanover Star Milling Co., 240 U.S. at 412.

38. Id.

39. Id. at 412-13.

40. Frank 1. Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. REv. 813, 824
(1927), reprinted in 60 TRADEMARK REP. 334 (1970).

41. For example, various cases discuss how ensuring quality is an important function of the Lanham
Act. El Greco Leather Prods. Co. v. Shoe World, Inc., 806 F.2d 392, 395 (2d Cir. 1986); Gorenstein
Enters., Inc. v. Quality Care-USA, Inc., 874 F.2d 431, 435 (7th Cir. 1989). El Greco Leather also
specifically states that “[o]ne of the most valuable and important protections afforded by the Lanham Act
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This principle is enshrined in two separate places in the Lanham
Act. Of primary importance is the definition of a trademark itself, which
provides that a trademark can be any symbol that indicates the source of
goods “even if that source is unknown.”” Also, section 45 of the Lanham
Act provides that a trademark may be “adopted and used by a
manufacturer or merchant.”” This provision recognizes that the
trademark does not always identify the producer of goods, and instead
can identify other entities in the stream of commerce. Lanham Act
provisions on trademark licensing support this shift from source to
quality, as well. Under the Act, the owner of a federal trademark
application or registration can license the right to use the mark to
another party, provided that the trademark owner retains control over
the nature and quality of the goods or services sold by the licensee under
the mark.” As long as the trademark owner has adequate quality-control
mechanisms in place, he or she does not even have to use the mark, and
use by the licensee inures to his or her benefit.”

In the consumer marketplace, these functions are at base a form of
consumer protection. When a consumer purchases a particular good or
service, associated trademarks serve as both an indicator of source and
an indicator of quality, facilitating and/or encouraging purchasing
decisions. This type of consumer protection, however, should not be
mistaken for one that safeguards the morality of consumers or shields
them in any way from offensive content. While trademarks have a strong
qualitative component, the quality with which trademark law is
concerned is source quality, not moral quality.

II. REMOVAL OF THE 2(A) BAR FOR SCANDALOUSNESS

In order to remain consistent with the core function and purpose of
trademark law, the registration bar for scandalous marks should be
removed. This would align with the movement of intellectual property
law generally, which has shifted away from regulating morality, and with
recent case law on disparaging marks. As previously mentioned in Part I,
while copyright and patent regimes once conditioned acquisition or
maintenance of rights on the morality of works or inventions, they no
longer do so. In addition, recent case law suggests that the 2(a)

is the right to control the quality of the goods . ...” El Greco Leather, 806 F.2d at 395 (citing Menendez v.
Faber, Coe & Gregg, Inc., 345 F. Supp. 527 (S.D.N.Y. 1972), aff'd in relevant part and modified, 485 F.2d
1355 (2d Cir. 1973) and Alfred Dunhill of London, Inc. v. Republic of Cuba, 425 U.S. 682 (1976)). It gocs
on to also state that “the actual quality of the goods is irrelevant; it is the control of quality that a
trademark holder is cntitled to maintain.” Id. (citing Prol’l Gollers Ass’n of Am. v. Bankers Lifc & Cas.
Co., 514 F.2d 665, 670-71 (5th Cir. 1975)).

42. 15 U.S.C. § 1127 (2016).

43. 1d.

44. 1d. § 1055.

45. Id.
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registration bar for scandalous and immoral marks may be
unconstitutional.

A. OTHER ForMS OF INTELLECTUAL PROPERTY HAVE MOVED AWAY FROM
CONDITIONING PROTECTION ON MORALITY

There has been a trend toward eliminating morality-based
restrictions in copyright and patent law. The prohibition on registration
for scandalous and immoral trademarks sets trademark law apart from
other forms of intellectual property by maintaining distinctions based on
morality.

1. Morality and Copyright Law

While Congress has generally construed the term “writings” found
in the Intellectual Property Clause of the Constitution broadly to cover
almost every type of literary property, “obscene” works were denied
copyright protection until fairly recently.”

The Miller test for obscenity paved the way for the modern view of
copyrightability for obscene works. The Miller test asks: (1) whether the
average person, applying contemporary community standards, would
find that the work, taken as a whole, appeals to the prurient interest; (2)
whether the work depicts or describes, in a patently offensive way, sexual
conduct specifically defined by the applicable state law; and, (3) whether
the work, taken as a whole, lacks serious literary, artistic, political, or
scientific value.” The Court later defined “community” as the community
of the individual juror;”® the “average person” to include both sensitive
and insensitive adults;” and “prurient” to mean any lust that is not
“normal.”

46. See Holfman v. Le Traunik, 209 F. 375, 379 (N.D.N.Y. 1913) (holding that works must be
“frec from illegality or immorality” to obtain copyright protection); contra Mitchell Bros. Film Grp. v.
Cinema Adult Theater, 604 F.2d 852 (sth Cir. 1979), cert. denied, 445 U.S. 916 (1980) (removing
immoral standard). Throughout history, courts have formulated different delinitions of and tests for
obscenity. The Supreme Court first attempted to define obscenity by attending “Movie Day,” where
the justices would gather together with their clerks to view the adult films that were the subject matter
of the obscenity cases before the Court. Christopher Thomas McDavid, Note, I Know It When [ See It:
Obscenity, Copyright, and the Cautionary Tale of the Lanham Act, 47 U. LouisviLLr: L. Ruv. 561, 563
n.11 (2009) (noting “that neither Justice William Douglas nor Justicc Hugo Black cver attended Movie
Day, as they rejected the argument that any expression could be banned. Black famously commented,
‘Il T want to go sce that film, I should pay my moncy.”” (citing BoB WOODWARD & SCOTT ARMSTRONG,
Tue BRETHREN 198 (1979))).

47. Miller v. California, 413 U.S. 15, 24 (1973).

48. Hamling v. United States, 418 U.S. 87, 105 (1974).

49. Pinkus v. United States, 436 U.S. 293, 208-99 (1978).

50. Brockett v. Spokane Arcades, Inc., 472 U.S. 491, 498 (1985).
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a. Historical Morality Bars in Copyright Law

In the past, copyright protection was denied to offensive works
because they failed to progress science and the useful arts. The common
law bar to copyright of obscene works is thought to have originated in
England, when a publisher sought damages for the unauthorized sale of
his work by a subsequent publisher.” In Stockdale v. Onwhyn, the court
held that the work in question was “libelous and licentious” and that “it
would be a disgrace to the common law should a court of justice protect
from piracy a work on an indecent nature.” The California Circuit
Court in Martinetti v. Maguire adopted the Stockdale doctrine when it
denied relief in an infringement action because the work in question did
not fit within the boundaries of the Intellectual Property Clause.”
Because the play featured “scant and meaningless” dialogue, “the
exhibition of women in novel dress or no dress,” and consisted “mainly
‘of women lying about loose,”” it did not promote science or the useful
arts.”® The court elaborated: “To call such a spectacle a ‘dramatic
composition’ is an abuse of language, and an insult to the genius of the
English drama.” Although the judge denied that he was acting as a
conservator of public morality by denying copyright, he contradicted
himself by concluding, “it is the duty of all courts to uphold public virtue,
and [to] discourage and repel whatever tends to impair it.”"

Songs containing obscene lyrics were also ineligible for copyright
protection because they did not progress the arts as required by the
Intellectual Property Clause.” A California court held that the song
“Dora Dean” was not useful (and, implicitly obscene) because it
contained the lyric “the hottest thing you ever seen” in reference to an
attractive woman.” The court noted that “hot” could be defined as

51. McDavid, supra note 47, at 564; Stockdale v. Onwhyn (1826) 108 Eng. Rep. 65 (K.B.).

52. Stockdale, 108 Eng. Rep. at 66. The work in question was the Memoirs of Harriett Wilson, a
story of the exploits of a notorious courtcsan. Kurt L. Schmalz, Problems in Giving Obscenity
Copyright Protection: Did Jartech and Mitchell Brothers Go Too Far?, 36 VAND. L. Ruv. 403, 404
(1983). In Stockdale, the court obscrved that English cquity courts [requently refused to grant
injunctive relief to stop piracy of morally objectionable works. This equity-focused view was based on
the doctrine of unclcan hands, which prevents an author tainted by the illegality of publishing an
obscene work from enjoying the protection of the court’s authority. Id. at 40s.

53. Martinetti v. Maguire, 16 F. Cas. 920 (C.C.D. Cal. 1867 (no. 9173)). The case concerned an
infringcment action regarding the play “Black Crook,” which the author slightly modificd the characters
and dialog in creating “Black Rook.” The court held that both plays lacked originality, and thus neither
was cnlitled to copyright protection. Id. at g22—23.

54. Id. at 922.

55. Id.

56. Id.

57. Broder v. Zeno Mauvais Music Co., 88 F. 74, 79 (C.C.N.D. Cal. 1898).

58. Id.
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“lustful, lewd, or lecherous,” and concluded that the obscene lyrics were
not copyrightable.”

Throughout the 1900s, however, courts began to erode the bar for
obscene works. In 1925, in a case that serves as an exemplar for changing
mores, a court echoed the morality requirement for copyright protection,
but failed to apply it.” A district court in New York held that the play
White Cargo infringed upon the novel Hell’s Playground, even though
the works were “unnecessarily coarse and highly sensual.””" The novel
and the play both depicted an Englishman’s affair with a West African
native in the French Congo. The court did not find the work in question
immoral, but stated that copyright would have been invalid if it were.”

The difficulty of applying morality to copyright was acknowledged
in litigation over the movie When Tomorrow Comes, a movie in which a
couple engaged in “indecent and vulgar” acts before a church altar.”
Interestingly, the court in this case did not apply the Martinetti rule to
invalidate the copyright.” Rather, the court applied the U.S. Post Office’s
definition of obscenity that was used to keep pornography out of the
mail. This test considers the works as a whole and proscribes the work if
it has a “direct tendency to corrupt morals.”” The court determined that
the work was not obscene because the woman who desecrated the altar
was killed at the end of the film, and thus cured the film of any possible
immorality.”

The last gasp of moral regulation in copyright occurred when the New
York Supreme Court refused to allow copyright on a plaintiff’s satirical
strip-tease dance because it failed to promote the objectives of copyright.”
Although the decision was not based on moral outrage, as was the focus in
earlier decisions, the court denied copyright because the dance failed to
promote the progress of science and useful arts.” The court reasoned:
“[NJot everything [that is] put on the stage can be subject to copyright.
While plaintiff’s performance was no doubt amusing and entertaining to
many, it does not fall within the purview of the statute as a production
tending to promote the progress of science and useful arts.””

59. Id.

60. Simonton v. Gordon, 12 F.2d 116, 124 (SD.N.Y. 1925).

61. Id.

62. Id.

63. Cain v. Universal Pictures Co., 47 F. Supp. 1013, 1018 (S.D. Cal. 1942).

64. Seeid.

65. Id.

66. Id.

67. Dane v. M. & H. Co., 1963 WL 8060, at *4 (N.Y. Sup. Ct. Jan. 25, 1963).

68. Id.

69. Id. (“Where a performance contains nothing of a literary, dramatic or musical character which
is calculated to elevate, cultivate, inform or improve the moral or intellectual natures of the audience,
it does not tend to promote the progress of science or the uselul arts.”).
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b.  Modern Copyright Law Rejects Bars Based on Morality

Although neither Congress nor the Supreme Court has explicitly
weighed in, the modern view is to afford all eligible works copyright
protection, regardless of the (im)morality of the content.” The Fifth and
Ninth Circuits have expressly held that obscene works are copyrightable,
reasoning that the need for national copyright protection outweighs the
state and federal public policies against obscenity.”” This is the approach
taken by the Copyright Office today.

In 1979, the Fifth Circuit held in Mitchell Brothers Film Group v.
Cinema Adult Theater that works could not be excluded from copyright
because of obscene content.”” In Mitchell Brothers, copyright owners of
the adult film Behind the Green Door brought an infringement suit
against a group of theater owners showing the film without permission.”
Defendants argued that the copyright holders brought suit with “unclean
hands,” and that equity should uphold obscenity as an affirmative
defense to infringement.”* The Fifth Circuit did not agree, rejecting the
moral conservator theory of copyright invalidation,” the property
interest theory,” and the unclean hands equitable doctrine.” The court
reasoned that Congress had intentionally omitted, and therefore did not
intend, a bar for immoral or obscene works.” The court further argued
that denying copyright to obscene works was contrary to the Intellectual
Property Clause’s purpose of promoting creativity,” and reasoned that
the market was the appropriate arbiter in determining if a work is fit for

70. See 1-2 Nimmmir oN Copyrigur § 2.17 (Mitchell expressly held “that a work is not excluded
from copyright protection by reason of its obscene content. This holding may be taken as the currently
prevailing view, although [in the past], a number of previous courts took the view that obscenc works
are not eligible for copyright.”).

71. Schmaly, supra notc 53, at 417.

72. Mitchell Bros. Film Grp. v. Cinema Adult Theater, 604 F.2d 852, 862 (5th Cir. 1979).

73. Id. at 854.

74. 1d.

75. See id. at 861.

76. See id.

77. See id.

78. Id. al 85455 (“Wc can only conclude that we must read the [acially all-inclusive 1909
copyright statute as containing no explicit or implicit bar to the copyrighting of obscene materials, and
as therefore providing for the copyright of all creative works, obscene or non-obscene, that otherwise
meet the requirements of the Copyright Act.”). Id. at 858.

79. Id. at 856 (reserving copyright for only moral works “would be antithetical to [the| promotion
of creativity. The pursuit of creativity requires [reedom to explore into the gray arcas, o the culling
edge, and even beyond.”) The court also cited books banned under obscenity laws as further evidence
of stifled creativity. Id. at 857. See, e.g., Commonwealth v. Delacey, 171 N.E. 455 (Mass. 1930) (finding
Lady Chatterley’s Lover by D.H. Lawrence obscenc); Commonwealth v. Friede, 171 N.E. 472 (Mass.
1930) (finding An American Tragedy by Theodore Dreiser obscene); Besig v. United States, 208 F.2d
142(9th Cir. 1953) (finding Henry Miller’s Tropic of Cancer and Tropic of Capricorn obscenc).
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public consumption.” The Ninth Circuit followed the reasoning of the
Fifth Circuit in Jartech v. Clancy, a case decided three years after the
Mitchell Brothers decision and the first major copyright-morality case
under the Copyright Act of 1976." The issue of copyrightability of
obscene material has remained untouched at the appellate level since
Jartech.

Perhaps the most definitive evidence that modern copyright law
does not contain a morality bar is a simple search of issued U.S.
Copyrights via the Copyright Office’s Internet database.” The amount of
potentially obscene or scandalous material that has obtained copyright
protection is voluminous, and the copyright holders of pornographic and
“adult” material regularly engage with the Copyright Act to enforce their
exclusive rights under section 106.”

2. Morality and Patent Law

The treatment of morality in patent law is parallel to that of
copyright law. Patents were once invalidated based on a theory of moral
utility, which is a theory that an invention designed for an immoral
purpose should not be patentable. This theory has not been used in many
years, a fact that has led scholars to characterize it as a relic of the past.

a. Historical Morality Bars in Patent Law

Utility patents were once subject to restrictions based on morality
like the ones that trademarks are subject to today. Patent law required
that “the invention should not be frivolous or injurious to the well-being,
good policy, or sound morals of society. The word ‘useful,” therefore, is
incorporated into the act in contradistinction to mischievous or

80. Mitchell Bros. Film Grp., 604 F.2d at 855 (stating copyright “is best served by allowing all
creative works . . . to be accorded copyright protection regardless of subject matter or content, trusting to
the public taste to reward crcators of usclul works and to deny crcators of uscless works any reward.”).

81. Jartech v. Clancy, 666 F.2d 403 (9th Cir. 1982). See Schmalz, supra note 53, at 416.

82. Scarch available at Public Caralog, U.S. CoryrigaT OFF., http://cocatalog.loc.gov/cgi-bin/
Pwebrecon.cgi?DB=local&PAGE=First (last visited Nov. 7, 2016). For example, a search for “incest”
provided 221 unique registrations. Id.

83. Gabe Friedman, The Biggest Filer of Copyright Lawsuits? This Erotica Web Site, Niw Yorkir (May
14, 2014), http/iwww.newyorker.com/business/currency/the-biggest-filer-of-copyright-lawsuits-this-erotica-
web-site; Tony Pipitone & Sandra Esquivel, Porn Company Sues Thousands Claiming Copyright
Infringement, NBC Miami (May 4, 2014), http//www.nbemiami.com/news/local/Porn-Company-Sues-
Thousands-Claiming-Copyright-Infringement-257869461.html;  Clairc  Sudath, Prenda Law, the Porn
Copyright Trolls, BLooMBERG BusiNesswrek (May 30, 2013, 1:51 PM), http://www.bloomberg.com/
news/articles/2013-05-30/prenda-law-the-porn-copyright-trolls; Kashmir Hill, How Porn Copyright Lawyer
John Steele Has Made a ‘Few Million Dollars’ Pursuing (Sometimes Innocent) ‘Porn Pirates,’ Forses (Oct. 15,
2012, 2:09 PM), http://www.forbes.com/sites/kashmirhill/2012/10/15/how-porn-copyright-lawyer-john-steele-
justifies-his-pursuit-of-sometimes-innocent-porn-pirates/#35d8bbsgay64.
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immoral.”™ Under this definition, “immoral” or “mischievous”
inventions were not patentable because those uses were not beneficial to
society. Justice Story cited inventions designed to poison people,
promote debauchery, or facilitate private assassination as examples of
immoral inventions that did not perpetuate the public good.”

This moral utility requirement was typically applied in two distinct
situations: one in which the public was likely to be deceived, and the
other where the invention would enable immoral behavior. Courts
invalidated patents based on artifice, where a process for treating plain
leaf tobacco plants made their leaves spotted, because cigar smokers
believed that spotted tobacco leaves were of better quality, which
enabled the inventor to sell counterfeit tobacco for a higher price.” The
court denied patent protection because the invention did not improve the
tobacco leaf or the cigar smoking process, and because its sole purpose
was to deceive the public.87 Similarly, in Scott & Williams, Inc. v. Aristo
Hosiery Co., the Second Circuit denied patent protection for a seamless
stocking that featured an imitation seam on one side.” The prevailing
thought of the time was that seamed stockings were of higher quality.”
Again, the court denied patent protection because its design was
deceptive.” This invention was useful in a particular way%zthat is, it
allowed people who were unable to purchase seamed stockings to obtain
the appearance of the expensive alternative. However, the court focused
on the underlying artifice and refused registration.”

By the time the Federal Circuit rejected the immorality and mischief
bars in 1999, they had already become somewhat of a relic, and courts
rarely implicated the moral utility theory at all.” In the landmark case
Juicy Whip, Inc. v. Orange Bang, Inc., the patent in question created the
illusion that liquid was being dispensed from a container above a spout
when it was really pumped from a container hidden below the counter.”
When Juicy Whip sued a competitor for infringement, the competitor
claimed that the patent was invalid because it lacked utility due to its

84. Lowell v. Lewis, 15 F. Cas. 1018, 1019 (C.C.D. Mass. 1817) (No. 8568); see also Llewellyn
Joscph Gibbons, Semiotics of the Scandalous and the Immoral and the Disparaging: Section 2(A)
Trademark Law After Lawrence v. Texas, 9 Maro. INtiLL. Prop. L. Riv. 187, 205 n.88 (2005).

85. Lowell, 15 F. Cas. al 1019.

86. Rickard v. Du Bon, 103 F. 868, 869 (2d Cir. 1900).

87. Id. at 872-73.

88. Scott & Williams, Inc. v. Aristo Hosicry Co., 7 F.2d 1003, 1004 (2d Cir. 1923).

89. Id.

9o0. Id.

91. Id.

92. Juicy Whip, Inc. v. Orange Bang, Inc., 185 F.3d 1364, 136667 (Fed. Cir. 1999) (“[B]ut the
principle that inventions are invalid if they are principally designed to serve immoral or illegal
purposes has not been applied broadly in recent years.”).

93. Id. at 1365; U.S. Patent No. 5,575,405 (filed Apr. 18, 1996).
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deceptiveness.” The district court found the patent invalid because its
purpose was to increase sales by deception, but the Second Circuit
reversed.” The court reasoned that “[t]he fact that one product can be
altered to make it look like another is in itself a specific benefit sufficient
to satisfy the statutory requirement of utility.”” The court subsequently
described several issued patents that had utility because they were
designed to represent something that they were not.”

Patents were once invalid if they enabled an immoral behavior, but
courts no longer do so based on the theory that the U.S. Patent and
Trademark Office (“USPTO”) should not be the arbiter of morality. The
evolution of disregarding morality as a basis for patentability is well
illustrated in the context of gambling. In 1889, devices related to
gambling were found to lack utility, and thus were unpatentable.”
However, an invention solely used for gambling was granted a patent in
1977.” In Ex parte Murphy, the Board stated that the USPTO “should
not be the agency which seeks to enforce a standard of morality with
respect to gambling, by refusing, on the ground of lack of patentable
utility, to grant a patent.”" Since that time, no court has relied on the
moral utility doctrine in rejecting a patent.”

We can see a similar evolution away from morality in other areas of
patent law as well. A patent for a novelty “keyhole finder” was invalidated
by the U.S. Court of Customs and Patent Appeals (“CCPA”) in the 1950s
when it was discovered that the device gave the appearance of female
genitalia.” However, patents have been granted in recent decades on
countless sexually explicit inventions including: an oral prophylactic,” a
contraceptive and flavor delivery system, ™ a unisex condom,” interactive

04. Juicy Whip, Inc., 185 F.3d at 1366.

95. Id.

06. Id. at 1367.

97. 1d.;see, e.g.. US. Patent No. 5,762,068 (filed Mar. 12, 1996) (method for producing imitation grill
marks on food without using heat); U.S. Patent No. 5.899,038 (Apr. 22, 1997) (laminated [looring
imitating wood); U.S. Patent No. 5,571,545 (Jan. 23, 1996) (imitation hamburger). The court also referred
to cubic zirconium, imitation gold leaf, and imitation leather. Juicy Whip, Inc., 185 F.3d at 1367.

98. Nat'l Automatic Device Co. v. Lloyd, 40 F. 89, 8990 (C.C.N.D. I1I. 1889).

99. Ex parte Murphy, 200 U.S.P.Q. (BNA) 801, 802-03 (T.T.A.B. 1977).

100. Id. at 803. “[W]hile somc may consider gambling to be injurious to the public morals and
thegood order of society, we cannot find any basis in 35 U.S.C. 101 or related sections which justify a
conclusion that inventions which are useful only for gambling ipso facto are void of patentable utility.”
Id. at 8o2.

1o1. Cynthia M. Ho, Splicing Morality and Patent Law: Issues Arising from Mixing Mice and Men,
2 WasH. U. J.L. & Por’y 247, 249 (2000).

102. U.S. Patent No. 2,632,266 (filed May 2, 1950).

103. U.S. Patent No. 4,949,731 (filed Aug. 27, 1987) (claiming both oral contraception and
protection from paint entering the mouth when painting with the mouth).

104. U.S. Patent No. 4,919,149 (filed July 8, 1988).

105. U.S. Patent No. 4,966,165 (filed Aug. 12, 1988).
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6

lingerie,” 7 couples

intimacy reciprocating and pivoting two seat assembly,” a method and
device for interactive virtual control of sexual aids using digital computer
networks,” and a penis pump."”

a female garment with enfolding labia majora,”
8

b.  Modern Patent Law Avoids the Moral Utility Theory
as a Basis for Rejection of Patent Rights

In recent years, the USPTO has had the opportunity to revisit the
moral utility theory, but has chosen not to do so as a basis for rejection of
patent rights. The filing of patent applications for life-related patents raised
the question of morality as a basis for determining patentable subject matter
when cellular biologist Stewart Newman attempted to obtain a method
patent for producing a half human, half animal species.”" Newman’s
application was not filed to acquire a patent on his invention, but was rather
a de facto petition to the USPTO to clarify its stance on the patentability of
life."” When Newman’s application was publicized, the USPTO reacted
quickly with an advisory stating that all patent applications must meet strict
patentability requirements and the USPTO does not discriminate against
fields of technology."” It also stated that “courts have interpreted the utility
requirement to exclude inventions that are deemed to be ‘injurious to the
well being, good policy, or good morals of society.”""* While this raised the
spectre of resurrection of the moral utility theory, the USPTO did not use it
as a basis for rejecting the Newman’s application. Instead, the USPTO
rejected the patent on the basis that it failed to claim statutory subject
matter."” The USPTO has more recently acknowledged that with regard to

106. U.S. Patent No. 5,086,519 (filed Feb. 7, 1991).

107. U.S. Patent No. 5,285,531 (filed Sept. 4, 1992).

108. U.S. Patent No. 5,385,154 (filed Nov. 4, 1993).

109. U.S. Patent No. 6,368,268 B1 (filed Aug. 17, 1998).

110. U.S. Patent No. 7,651,463 B2 (filed Sept. 2, 2005). Note that some of these were issucd much
earlier than 1999, further suggesting that the requirement was not uniformly implemented before
being [ormally rejected. For a more in-depth look at sexual inventions, sce gencrally HoaG LEVINS,
AMERICAN SEX MACHINES: THE HIDDEN HISTORY OF SEX AT THE U.S. PATENT OFFICE (1996). Also note
that some of the patents would more readily offend some than others, and that some would probably
have been more offensive carlicr in history than they arc now.

111. See Group Faults PTO for Issuing Patent on ‘Method of Producing Cloned Mammal,” 64 Par.
TRADEMARK & CoPYRIGHT J. 81 (2002); Benjamin D. Encrson, Note, Protecting Society from Patently
Offensive Inventions: The Risk of Reviving the Moral Utility Doctrine, 89 CorniLL L. Ruv. 685, 693 (2004).

112. Sedn M. Coughlin, The Newman Application and the USPTO’s Unnecessary Response:
Patentability of Humans and Human Embryos, 5 CHL-KENT J. INTELL. PROP. 90, 90 (2006). Ncwman is
generally against patenting life, and sought to “spur debate about the ethics of genetic engineering and
patenting life forms.” Id. at 92.

113. Press Release, U.S. Patent and Trademark Office, Facts on Patenting Life Forms Having a
Relationship to Humans (Apr. 1, 1998), http:// www.uspto.gov/web/offices/com/speeches/g8-06.htm.

114. Id. (citing Lowell v. Lewis, 15 F. Cas. 1018 (C.C.D. Mass. 1817) (No. 8568)).

115. See id.; U.S. Par. & TRaDEMARK Orr., Vol. 1077 (No. 3), Orr. Gaz. Par. & TRADEMARK OFIICE
8 (1987) (“A claim dirccted to or including within its scope a human being will not be considered to be
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DNA sequences it is without authority to deny a patent based on morality.
The USPTO has stated:
The scope of subject matter that is eligible for a patent, the requirements
that must be met in order to be granted a patent, and the legal rights that
are conveyed by an issued patent, are all controlled by statutes which the
USPTO must administer. ... Congress creates the law and the Federal
judiciary interprets the law. The USPTO must administer the laws as
Congress has enacted them and as the Federal courts have interpreted
them. Current law provides that when the statutory patentablhty
requirements are met, there is no basis to deny patent applications . . .."

¢.  Design Patents Retain a Morality Bar but It Is
Infrequently Applied in Practice

U.S. law provides modified patent protection for inventions of “new,
original and ornamental design for an article of manufacture . ...”"" Unlike
utility patents, design patents are barred for subject matter that could be
offensive to any race, religion, sex, ethnic group, or nationality.“x However,
this bar is infrequently used. While rejections of design patent applications
are not published, and no statistics on design patent rejections are publicly
available from the USPTO, it is at least some indication that there are no
appeals on record for rejections on this basis."” In addition, there are many
examples of existing design patents for material that may reasonably be
found offensive to a race, religion, sex, ethnic group, or nationality:

1 Bottle with frontal female nudity™

1 Buddha golf head cover"’

1 A.R. Conner Flag (flag depicting an African-American caricature,

122

along with a watermelon, a chicken, and a rat)"”
1 Pasta box depicting the Last Supper'™

patentable subject matter under 35 U.S.C. [§] 101.”). Encrson, supra note 113, at 693; U.S. Patent &
Trademark Office, Non-final Office Action Summary of App. No. 08/993,56, at 17 (Oct. 7, 2003)
(presenting a new standard: Claims cmbracing humans and human embryos arc not patentablce).

116. Ulility Examination Guidelines, 66 Fed. Reg. 1092, 1095 (Jan. 5, 20071). The Ulility
Examination Guidelines are instructions to be used by USPTO examiners when assessing the
patentability of a claimed invention.

117. 35 U.S.C. § 171 (2012).

118. See U.S. PAT. & TRADEMARK OFF., MPEP § 1504.01(c) (8th ¢d. Rev. 7, July 2008).

119. In addition, correspondence with USPTO Patent Attorney David Gerk, who specializes in
design patent applications, supports this conclusion. Regarding rejection of design patents for
offensivencss, he states: “[T]his is not somcthing I understand comes up frequently.” E-mail [rom
David Gerk, Patent Attorney, Office of Policy & Int’l Affairs, U.S. Patent & Trademark Office, to
Mcgan Carpenter, Proflessor of Law, Tex. A&M Univ. Sch. of Law, and Author of this Article (Fcb. 3,
2015, 8:40 AM) (on file with author).

120. U.S. Patent No. D721,974 S (filed June 28, 2013) (issued Feb. 3, 2015).

121. U.S. Patent No. D465,821 S (filed Dec. 4, 2001) (issued Nov. 19, 2002).

122. U.S. Patent No. D35,985 (filed June 9, 1902) (issued Aug. 5, 1902) (flag picturing an African-
American caricaturc along with a watermelon, chicken, and a rat).
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B. LIKE OTHER ForMS OF INTELLECTUAL PROPERTY, TRADEMARKS SHOULD
MovE AwAY FROM CONDITIONING PROTECTION ON MORALITY

While trademark rights are distinct in certain ways from other forms
of intellectual property, trademarks are part of the body of intellectual
property law, and the development of copyright and patent law can be
insightful.” Intellectual property law generally provided a starting point
for consideration of the vesting of trademark rights and the
interpretation of trademark doctrine, including registration of marks and
federal legislation.” While there was some resistance to bringing
trademarks within the umbrella of intellectual property law, trademarks
are now categorically considered to be a form of human creativity that
may be treated as an asset. Central to the initial resistance was the claim
that trademarks were not a form of property, but rather a device to
prevent forgery or fraud: “[I]t should be remembered that there was this
important difference between patents and trade marks, that copying or
infringing the latter was really analogous to forgery, while the
infringement of a patent was merely interfering with a private right of
property.””" Trademarks are now commonly considered a form of
intellectual property right, even if that right is an instrumental one, as
described in Hanover Star Milling Co.,”” and United Drug v. Theodore
Rectanus.™ In evaluating priority and territorial limitations of the
individual uses, the Court in Hanover treated the trademark at issue as a
property right to the extent that it served as an instrumentality to a trade
reputation and the goodwill that flows from that. The Court stated that
the property interest in a trademark exists, but is limited to that
“appurtenant to an established business or trade in connection with

which the mark is used.””” The iroEerti interest, thus, inheres in

supra ; supra

9

97.



